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Office Action Summary 



Application No. 
08/935,377 



ApplicaTiT(s) 

Zauderer, M. 



Examiner 

Gerald Ewoldt 




Group Art Unit 
1644 



H Responsive to communication(s) filed on Jan 2 1, 2000 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 7 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
lf^^^ abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 

Disposition of Claims 

H Claim(s) 7-76 and 43-6 7 ie/ara . «. ... 

is/are pending in the application. 

Of the above, claim(s) ____ is/are withdrawn from consideration. 

D Claim(s) is/are allowed. 

□ Claim(s) . , . A ^ 

is/are rejected. 

□ Claim(s) . . . . 

is/are objected to. 

H C,aims 7 ~™ and 43-67 are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19( a )-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1.19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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DETAILED ACTION 

1. The location of your application in the PTO has changed. To aid in 
correlating any papers for this application, all further correspondence 
regarding this application should be directed to Dr. Gerald Ewoldt, Art 
Unit 1644, Group 1640, Technology Center 1600. 

2. Please Note: In an effort to enhance communication with our 
customers and reduce processing time, Group 1640 is running a Fax 
Response Pilot for Written Restriction Requirements. A dedicated Fax 
!??"' 1S ^" Place t0 receive y°ur responses. The Fax number is 703- 
305-3704. A Fax cover sheet is attached to this Office Action for your 
convenience. We encourage your participation in this Pilot program 

If you have any questions or suggestions please contact Paula Hutzell 

Ink ^-in^K 13 ^ 7 Pat6nt Examiner a t Paula.Hutzell@uspto.gov or 703-' 
308-4310. Thank you in advance for allowing us to enhance our customer 

f e T C f; P1 u ea l ellmit the us e of this dedicated Fax number to reSponSes 
to Written Restrictions. "yunsea 

U."s.C R Tm: i0n t0 ° f ^ f ° ll0Wing inv entions is required under 35 

I. Claims 7-16, drawn to a method for identifying a tumor 
specific target epitope, classified in Class 435, subclass 7.23 

II. Claims 43-45 and 59-63, drawn to a method for selecting 
subc?ass a 5? S 6nCOding a Viral target e Pitope, classified in Class 435, 

III. Claims 43-62 and 64, drawn to a method for selecting 
Jubc^ss a 7?3i enCOding 9 fUngal target epit °P e ' classified in Class 435, 

IV. Claims 43-62 and 65, drawn to a method for selecting 
"IT 435? t subc n n=i n ?.32 my00ba0terial targSt ePit ° Pe ' <=1«"«1«« - 

V. Claims 43-61 and 66, drawn to a method for selecting 
J35° m suEcJass e 7?2K ng *" aUt ° immUne target epitope, classified in Class 

VI. Claims 43-61 and 67, drawn to a method for selecting 
subcTass a 7?23? nC ° ding 3 epitope ' classified in Class 435, 

The inventions are distinct, each from the other because: 

4 Groups I-VI are different methods. These inventions require 

2if£™J l^^t t0 iK Snt i fy diff e^ent types of epitopes and have 
different endpoints. Therefore they are patentably distinct. 
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5. Because these inventions are distinct for the reasons given above 
and have acquired a separate status in the art because of their 
recognized divergent subject matter, restriction for examination 
purposes as indicated is proper . 

6. Irrespective of whichever Group Applicant should elect (Group I, 
II, III, IV, V, or VI), Applicant is further required under 35 U.S.C. 
§ 121 to: 

1) Elect: 

A) A specific method for identifying a tumor specific target 
epitope comprising specific tumor cell, a specific non-tumorigenic cell 
line, a specific panel of tumor cell lines, and a specific viral vector 
such as one of those listed in claims 53, 55, or 58 (if Group I is 
elected) . 

B) A specific method for selecting recombinants encoding a 
viral target epitope comprising a specific method by which test 
recombinants are constructed (if Group II is elected) . 

C) A specific method for selecting recombinants encoding a 
fungal, mycobacterial, autoimmune, or tumor target epitope, comprising a 
specific viral vector (such as one of those listed in claims 53, 55, or 
58) and a specific method by which test recombinants are constructed (if 
Group III, IV, V, or VI is elected) . 

2) List all Claims readable thereon including those subsequently 
added. Currently claim 7 and 43 are generic. 

7. Should applicant traverse on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such 
evidence now of record showing the species to be obvious variants or 
clearly admit on the record that this is the case. In either instance, 
if the examiner finds one of the inventions unpatentable over the prior 
art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

The different tumor cells or non-tumorigenic cell lines express 
different epitopes and will react with different T cells. The different 
methods of constructing test recombinants employ different reagents and 
process steps. The different viral vectors, such as herpes or vaccinia, 
have different properties, inf ectivities , and growth characteristics. 
Therefore, the species of Groups I-VI are independent and patentable 
over one another. 

8. Applicant is advised that the reply to this requirement to be 
complete must include an election of the invention to be examined even 
though the requirement be traversed (37 CFR 1.143). 

9. A telephone call was made to Eric Steffe on 3/13/00 to request an 
oral election to the above restriction requirement, but did not result 
in an election being made. 
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^* i^l i "? uir y concerning this communication or earlier communications 
should be directed to the examiner, whose telephone number STol) 308- 
9805 and who can normally be reached Monday through Friday from 8-30 am 
to 5:00 pm. A message may be left on the examinee's voici maU servicS 
If attempts to reach the examiner by telephone are unsuccessful tnT 
examiner s supervisor, Christina Chan can be reached on H03) 308-3973 
Any inquiry of a general nature or relating to the status of this 
application should be directed to the Technology Center 1600 
receptionist whose telephone number is (703) 308-0196. 

Center*?!™ ^ftf • ^ ^ S a PP lication ™*Y be submitted to Technology 
Center 1600 by facsimile transmission. Papers should be faxed to 
Technology Center 1600 via the PTO Fax Center located in £S?al Mall 1 
The faxing of such papers must conform with the notice pubS^ in the ' 
Official Gazette, 1096 OG 30 (November 15, 1989) . The CM1 Fax Center 
telephone number is (703) 305-3014. Center 
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Patent Examiner / /a j a I ,. a _ / Ma**. 
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March 16, 2000 SUPERVISORY PATENT EXAMINER 
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